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DETAILED ACTION 


Claim Rejections - 35 USC §102 


1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claims 1-4, 11, 19-22, 26 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kubo et al (US 6765691). 

Regarding claim 1, Kubo discloses a system for scanning a document (scanning 
system, fig. 1) pursuant to user selected scanning parameters (scanning parameters, fig. 
4), the user selected parameters controlling a portion (fig. 4) of the scanning of the 
document, the system comprising: 

(a) a scanner (scanners 32a-32b, fig. 1) selected to scan the document and produce a 
scanned image file in accordance with the user selected scanning parameters (scanning 
parameters, fig. 4); 

(b) a scanner computer (personal computer 12, fig. 1, col. 12, lines 6-22) connected to the 
scanner to receive the scanned image file fi*om the scanner, the scanner computer having 
a scanner user interface (monitor, fig, 1) for inputting the user selected scanning 
parameters (select scanning parameters via user interface as shown in fig. 4); 

(c) a printer (printer 34, fig. 1) selected to print an image corresponding to the scanned 
image file; and 

(d) a printer computer (personal computer 12, fig. 1, col. 12, lines 6-22) connected to the 
printer and the scanner computer (host computer 12 for controlling both printers and 
scanners, fig. 1, col 12, lines 6-67), the printer computer having a printer user interface 
(printer user interface, fig. 9a) for inputting the user selected scanning parameters. 
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Art Unit: 2624 

Regarding claim 2, Kubo further discloses the system of claim 1, wherein the 
printer computer includes a storage device (HDD 18, fig. 1) for storing the scanned image 


Regarding claims 3-4, Kubo further discloses the system of claim 1, wherein the 
printer, the scanner, the scanner computer and the printer computer communicate in a 
common language (computer and printer languages, i.e., PDL, PCS, PDF and etc and fig. 


Regarding claim 1 1 recites limitations that are similar and in the same scope of 
invention as to those in claim 1 above; therefore, claim 11 is rejected for the same 
rejection rationale/basis as described in claim 1. 

Regarding claims 19-20 recite limitations that are similar and in the same scope of 
invention as to those in claims 1-4 and/or combination thereof above; therefore, claims 
19-20 are rejected for the same rejection rationale/basis as described in claims 1-4. 


Regarding claims 21-22, 26: Claims 21-22, 26 are the method claims 
corresponding to the apparatus claims 1-4. The method claims are included by the 
operation of the apparatus claims. Please see claims rejection basis/rationale as described 
in claims 1-4 above. 


3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaUy disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 


4. Claims 5-10, 12-18, 23-25, 27-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kubo et al (US 6765691), and in view of Fresk et al (US 6421135). 


file. 


2). 


Claim Rejections - 35 USC §103 


Regarding claims 5-6, Kubo discloses Aa document scanning system (fig. 1), comprising: 
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(a) a scanner (scanner 32, fig. 1) having an associated scanner user interface (UI, fig. 4)- 
and 

(b) a printer (printer 34, fig. 1) operably connected to the scanner, the printer having an 
associated printer user interface (fig. 9a). 

However, Kubo does not expressly disclose wherein the scanner user interface 
and the printer user interface selected to receive user selected scanning parameters, and to 
preclude execution of the scanning parameters prior to execution of previously submitted 
scanning parameters. 

Fresk, in the same field of endeavor for scanning system (fig. 2), teaches the 
scanner user interface and the printer user interface selected to receive user selected 
scanning parameters, and to preclude execution of the scanning parameters prior to 
execution of previously submitted scanning parameters (first come first serve basis, col. 
1, lines 35-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify Kubo as per teachings of Fresk because of a following 
reason: (1) to scan and/or print the job requests in the order of received. 

Therefore, it would have been obvious to combine Kubo with Fresk to obtain the 
invention as specified in claims 5-6. 

Regarding claims 7-10, the combinations of Kubo and Fresk teach scanner user 
interface (Kubo, fig. 4) and a touch sensitive display screen (touch screen 69, fig. 1, 
Fresk). 

Regarding claims 12-14, 27-29 recite limitations that are similar and in the same 
scope of invention as to those in claims 5-8 above; therefore, claims 12-14, 27-29 are 
rejected for the same rejection rationale/basis as described in claims 5-8. 

Regarding claims 15-18: Claims 15-18 are the method claims corresponding to 
the apparatus claims 5-8. The method claims are included by the operation of the 
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apparatus claims. Please see claims rejection basis/rationale as described in claims 5-8 
above. 

Regarding claims 23-25: Claims 23-25 are the method claims corresponding to 
the apparatus claims 5-8, The method claims are included by the operation of the 
apparatus claims. Please see claims rejection basis/rationale as described in claims 5-8 
above. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
appUcant's disclosure. 

(a) U.S. 6256662 to Lo et al, discloses a scanning system implemented with user 
interface for allowing operators to select scanning parameters. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner, should be directed to Thierry L Pham whose telephone number is (703) 305- 
1897. The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (703)308-7452. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



